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THE MAILING DATE OF THIS COMMUNICATION. 
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5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-13,16-25,28-30.33-44 and 47-51 is/are rejected. 
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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/15/03 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Application/Control Number: 09/987,735 Page 3 

Art Unit: 1731 

1) Claims 1, 9. 10. 16-18, 23-24, and 28-30 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Dashley et al (US 4,607,647). Dashley teaches adding a heat 
degradable filler particle, ethylene vinyl acetate (EVA), to a cigarette wrapping paper 
(Abstract). Dashley's heat degradable filler particle may is added in the papermaking 
stage, feed stock of a paper machine pulp furnish (Column 2, lines 11-13). In view that 
Dashley meets the limitations of claims 1,16, and 18, reciting a cigarette paper wrapper 
having a heat degradable filler particle which is defined by Applicant to include EVA, it is 
deemed that the additional limitation of increasing the porosity of the cigarette paper 
wrapper is inherent in the Dashley cigarette paper wrapper. 

As for claim 16-17, the steps of providing a cut filler to form a tobacco rod, 
placing the paper wrapper around the tobacco rod to form a cigarette, lighting the 
cigarette, and inhaling the smoke are inherent steps in the manufacturing of a cigarette 
and steps by the smoker to smoke the cigarette. 

The term "up to" may include zero as its lower limit (In re Mochel (CCPA) 176 
USPQ 19^ the mere presence of EVA meets the limitations set forth in claims 29-30. 

2) Claims 1,10, 16-18, 24 and 28-30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Barnes et al (US 5,105,837). Barnes teaches adding a heat degradable 
filler particle, disodium phosphate, to the pulp during the papermaking process to thus 
form a cigarette wrapping paper (Claim 8 and Example 7). Barnes is silent disclosing 
the heat degradable filler particle capable of being dissipated during smoking to 
increase the porosity of the cigarette paper wrjapper. In view that Barnes et al meet the 
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limitations of claims 1,16, and 18, reciting a cigarette paper wrapper having a heat 
degradable filler particle which is defined by Applicant to include disodium phosphate, it 
is deemed that the additional limitation of increasing the porosity of the cigarette paper 
wrapper is inherent in the Barnes cigarette paper wrapper. 

As for claim 16-1 7, the steps of providing a cut filler to form a tobacco rod, 
placing the paper wrapper around the tobacco rod to form a cigarette, lighting the 
cigarette, and inhaling the smoke are inherent steps in the manufacturing of a cigarette 
and steps by the smoker to smoke the cigarette. 

The term "up to" may include zero as its lower limit (In re Mochel (CCPA) 176 
USPQ 19^, the mere presence of disodium phosphate meets the limitations set forth in 
claims 29-30. 

3) Claims 1 , 6-1 3, 1 6-1 8, 20-25. 33-36, 40-44,47,49-51 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 
over Stewart, Jr. et al (US 3,805,799). Stewart discloses cigarette comprising a 
cigarette wrapper having heat degradable filler particles coated onto an air permeable 
paper. The particles are melted/dissipated during smoking of the cigarette (Abstract). 
The wrapper (14) is an air-pervious porous paper (Col. 3, lines 19ff). The inner layer of 
the permeable paper wrapper (14) is coated with an air-impervious material (18) such 
as those disclosed in US 2,992,647, US 3,526.904 and US 3.51 1 .247. The outer layer 
of the wrapper (14) is also coated with an air-impervious coating (20) selected from 
cellulose acetate, other cellulose esters, polyoxyethylene, polyethylene, polypropylene 
and polystyrene. While Stewart is silent disclosing that some of the filler particles of the 
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coatings (18) and (20) are completely surrounded by the air permeable paper it is 
deemed as being inherent or in the alternative, as obvious to a person of ordinary skill in 
the art in view that an air permeable paper, which has pores therein, would have some 
of the filler particles which coats the permeable paper within its pores and thus have 
some particles completely surrounded by the paper as claimed by applicant. 

As noted by Stewart the filler particles may be selected from Figge (US 
2,992,647). Figge discloses cigarette comprising heat degradable filler particles such 
as polyethylene, cellulose compounds and monosodium phosphate (Figge Col. 2, 
Iines65ff). 

As for claims 6-8. 20-22, 33-35, 40 and 49, as noted by Figge, the particles may 
dissipate in a temperature between 35 to 250°C (Column 2, line 63fO. 

As for claims 9-1 1 and 23-25, the heat degradable filler particles may be 
polyethylene cellulose or monosodium phosphate (MSP) (Figge Column 2, lines 66ff). 

As for claims 12 and 43, as shown by Figge (Column 3, lines 22-46), the heat 
degradable filler particles will dissipate at Applicant's claimed distance depending on the 
melting point of the filler particle. 

As for claim 1 6-1 7, the steps of providing a cut filler to form a tobacco rod, 
placing the paper wrapper around the tobacco rod to form a cigarette, lighting the 
cigarette, and inhaling the smoke are inherent steps in the manufacturing of a cigarette 
and steps by the smoker to smoke the cigarette. 
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4) Claims 2-5, 1 9, 37-39 and 48 are rejected under 35 U.S.C. 1 03(a) as obvious 
over Stewart, Jr. et al (US 3,805,799) in view of Figge (US 2,992,647). Stewart is silent 
disclosing the claimed porosity and air dilution if the cigarette. However, Figge teaches 
that as the heat degradable filler particles dissipate, the perforations of the wrapper will 
open to adjust the air dilution and prevent the combustion temperature of the cigarette 
to exceed 650-700°C (Column 2, Iines21ff). Figge also teaches that combustion 
temperatures above 700°C produce major quantities of carcinogens (Column 4, lines 
44-46) and thus it is advantageous to prevent the combustion temperature from 
exceeding 700°C. In view that air dilution may be used to accurately control the 
combustion temperature range as taught by Figge (Column 4, lines 42-43) and that 
applicant's combustion temperature is maintained at about 600 to 750°C, one of 
ordinary skill in the art at the time the invention was made would have provided air 
dilution and consequently the porosity of the paper, as claimed by Applicant, to control 
the combustion temperature from going above 700°C in Stewart's cigarette because it 
would prevent major quantities of carcinogens to be produced at a combustion 
temperature above 700°C. 

5) Claims 1 , 5-13, 16-18, 20-25 are rejected under 35 U.S.C. 102 (b) as being 
anticipated by Figge (US 2,992,647). Figge discloses cigarette comprising heat 
degradable filler particles in the cigarette paper wrapper, which are melted/dissipated 
during smoking of the cigarette (Column 2, lines 50-72); results in an increased porosity 
of the cigarette paper (Column 2, lines 55ff). As note by Figge in col. 2, line 28, the 
perforation of the paper wrapper or pores may be filled with the filler particles, thus 
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clearly showing that "at least some of the heat-degradable filler particles completely 
surrounded" by the pores of the paper. 

As for claim 5, the temperature is between 650 to 700 degrees Celsius (Col. 2, 
line 35). 

As for claims 6-8 and 21-22, the particles may dissipate in a temperature 
between 35 to 250°C (Column 2, line 63ff). 

As for claims 9-1 1 and 23-25, the heat degradable filler particles may be 
polyethylene cellulose or monosodium phosphate (MSP) (Column 2, lines 66ff). 

As for claims 12, as shown by FIgge (Column 3, lines 22-46), the heat 
degradable filler particles will dissipate at Applicant's claimed distance depending on the 
melting point of the filler particle. 

As for the method claims 16 and 17, the active steps of providing cut filler and placing a 
wrapper around the tobacco rod are inherent steps In making a cigarette. 
6) Claims 1, 3, 4 10, 16-18, and 24 are rejected under 35 U.S.C. 103(a) as 
unpantentable over Tamol (US 3,526,904). Tamol discloses cigarette comprising heat 
degradable filler particles (polyethylene oxide) in the cigarette paper wrapper, which are 
melted/dissipated during smoking of the cigarette (Abstract), to open the perforations 
blocked by the heat degradable filler particles. The unplugging of the perforations due 
to the melting of the heat degradable filler particles results in an increased porosity of 
the cigarette paper. As noted by Tamol's examples, the water soluble filler is added to 
the paper wrapper. While Tamol is silent disclosing that some of the filler is surrounded 
by the paper, it is considered as obvious to a person of ordinary skill in the art that due 
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to the fibrous nature of the paper having interstices therein would result in some of the 
filler particles being incorporated into the web and thus be completely surrounded by the 
paper. 

As for claim 3-4, air dilution increase from 19% to 42% (Example 3). 

As for claim 2, in view that Tamol provides shares the same air dilution as 
claimed by applicant, the claimed porosity would be inherent in Tamol. 

As for the method claims 16 and 17, the active steps of providing cut filler and 
placing a wrapper around the tobacco rod are inherent steps in making a cigarette. 

7) Claims 2-5, and 1 9 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Figge (US 2,992,647). As pointed out by Figge, as the heat degradable filler 
particles dissipate, the perforations of the wrapper will open to adjust the air dilution to 
prevent the combustion temperature of the cigarette to exceed 650-700°C (Column 2, 
Iines21ff). Figge also teaches that combustion temperatures above 700°C produce 
major quantities of carcinogens (Column 4, lines 44-46) and thus it is advantageous to 
prevent the combustion temperature from exceeding 700°C. In view that air dilution 
may be used to accurately control the combustion temperature range (Column 4, lines 
42-43) and that applicant's combustion temperature Is maintained at about 600 to 
750°C, one of ordinary skill in the art at the time the invention was made would have 
provided air dilution and porosity as claimed by Applicant to control the combustion 
temperature from going above 700°C because it would prevent major quantities of 
carcinogens to be produced at a combustion temperature above 700°C. 
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8) Claims 1 , 6-8, 12, 16-18, 20-22 are rejected, under 35 U.S.C. 103(a) as 
unpatentable over Adam et a! (US 4,784,164). Adams discloses cigarette comprising a 
porous paper wrapper coated witli heat degradable filler particles in order to reduce its 
porosity (abstract). The heat of the lighted cigarette would then remove the coating 
and thus result in an increase of the porosity of the paper wrapper. As best shown in 
the examples a porous paper wrapper is coated with heat degradable filler particles. 
While Adam is silent disclosing that some of the filler particles of the coating is 
completely surrounded by the air permeable paper as obvious to a person of ordinary 
skill in the art in view that an air permeable porous paper being coated with heat 
degradable filler particles would have some of the filler particles within the pores of the 
paper wrapper and thus have some particles completely surrounded by the paper. 

As for claims 6-8 and 20-22, the particles may dissipate in a temperature 
generally above 50°C but below 150°C (Column 4, line 5ff). 

As for claims 12, as shown by Adam above, it is inherent that the heat 
degradable filler particles will dissipate at Applicant's claimed distance as evidenced by 
Figge (See Column 3, lines 22ff of Figge). 

As for the method claims 16 and 1 7, the active steps of providing cut filler and 
placing a wrapper around the tobacco rod are inherent steps in making a cigarette. 

Allowable Subject Matter 

Claims14-15, 26-27,31-32, 45-46, and 52-53 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten in independent form 
including all of the limitations of the base claim and any intervening claims. 
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The following is a statement of reasons for the Indication of allowable subject 
matter: The cited prior art fails to disclose or reasonably suggest cigarette paper 
wrapper free of perforations prior to smoking of the cigarette and wherein said heat- 
degradable filler particles are capable of being dissipated during smoking of the 
cigarette to increase the porosity of the cigarette paper wrapper in combination with the 
average filler particles size recited in claims 14-15, 26-27,31-32, 45-46, and 52-53. 

Response to Arguments 
Applicant's arguments filed 12/15/03 have been fully considered but they are not 
persuasive. Applicant's arguments in regards to Tamol, Figge, Adam, Dashley and 
Barnes are directed to the allegation that said references fail to disclose or suggest "a 
cigarette paper wrapper having heat-degradable filler particles therein, wherein at least 
some of the particles are completely surrounded by the paper." Applicant further cites 
that the method of making the instant claimed invention is through a wet end addition of 
the fillers during the papermaking process. Said arguments are found unpersuasive. 
First applicant does not claim a product by process that would thus require the USPTO 
to give weight to the process by which the cigarette is made resulting in a distinct paper 
wrapper having particles fillers therein as opposed to a paper wrapper coated with filler 
particles. Secondly, it is held that due to the nature of the paper web, being fibrous and 
porous, it would allow for some the fillers particles being coated onto the paper web to 
migrate into the interstices of the paper web and thus result in some particles fillers 
being completely surrounded by the web. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Carlos Lopez whose telephone number is 
571 .272.1 193. The examiner can normally be reached on Mon.-Fri. Sam - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571 .272.1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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SUPERVISORY PATENT EXAMINEF 
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